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DETAILED ACTION 

It is noted that it is noted that claim 28 is confusing, and thus for the purpose of 
compact prosecution, it is assumed that claimed 28 is drawn to a method of diagnosing 
or predicting clinical prognosis of a pathology characterized by an increased or 
decreased level of a nucleic acid molecule encoding a CARD-containing polypeptide, 
comprising contacting a test sample with a reagent that can bind the CARD-containing 
nucleic acid molecule which allow specific binding of said reagent to said nucleic acid 
molecule encoding CARD-containing polypeptide. 

Claim 28 is drawn to a method of diagnosing or predicting clinical prognosis of a 
pathology characterized by an increased or decreased level of a CARD-containing 
"polypeptide", comprising contacting a test sample with a reagent that can bind the 
CARD-containing "nucleic acid molecule" under suitable conditions, which allow specific 
binding of said reagent to said CARD-containing "polypeptide". 

Claim 28 is confusing because a reagent that can bind the CARD-containing 
"nucleic acid molecule" cannot also have "specific" binding to a CARD-containing 
"polypeptide". 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
Group 1. Claims 1-10, 14, as drawn to: 
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1) An isolated nucleic acid molecule encoding a CARD-containing polypeptide of 
CARD-1 1X (SEQ ID NO:8), fragments thereof, a kit, variants thereof, and a nucleic acid 
molecule that hybridizes to said nucleic acid molecule, 

2) A vector or a cell containing said nucleic acid molecule, and 

37) A method for producing a CARD-containing polypeptide, classified in class 
536, subclasses 23.1 and 24.3, and class 435, subclass 69.1 , 
Group 2. Claims 1-10, 14, as drawn to: 

1) An isolated nucleic acid molecule encoding a CARD-containing polypeptide of 
CARD-1 2X (SEQ ID NO: 16), fragments thereof, a kit, variants thereof, and a nucleic 
acid molecule that hybridizes to said nucleic acid molecule, 

2) A vector or a cell containing said nucleic acid molecule, and 

37) A method for producing a CARD-containing polypeptide, classified in class 
536, subclasses 23.1 and 24.3, and class 435, subclass 69.1 , 

Group 3. Claims 2, 7-10, as drawn to a fragment of a nucleic acid molecule 
encoding a CARD-containing polypeptide of CARD-1 OX (SEQ ID NO:2), classified in 
class 536, subclasses 23.1 and 24.3, 

Group 4. Claims 11-13, as drawn to a CARD- containing polypeptide 
comprising substantially the same amino acid sequence as CARD-1 1X (SEQ ID NO:8), 
and fragments of CARD-1 1X, classified in class 530, subclasses 300 and 350, 

Group 5. Claims 11-13, as drawn to a CARD-containing polypeptide 
comprising substantially the same amino acid sequence as CARD-1 2X (SEQ ID 
NO: 16), and fragments of CARD-1 2X, classified in class 530, subclasses 300 and 350, 
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Group 6. Claims 12-13, as drawn to a fragment of CARD- 1 0X (SEQ ID 
NO:2), classified in class 530, subclass 300, 

Group 7. Claims 1 5-18, as drawn to an antibody specific to a CARD- 
containing polypeptide comprising substantially the same amino acid sequence as 
CARD-1 1X (SEQ ID NO:8), and fragments thereof, classified in class 530, subclass 
387.1, 

Group 8. Claims 1 5-1 8, as drawn to an antibody specific to a CARD- 
containing polypeptide comprising substantially the same amino acid sequence as 
CARD-1 2X (SEQ ID NO:16), and fragments thereof, classified in class 530, subclass 
387.1, 

Group 9. Claims 15-18, as drawn to an antibody specific to a fragment of 
CARD-1 OX (SEQ ID NO:2), classified in class 530, subclass 300, 

Group 10. Claims 19-20, as drawn to a transgenic non-human mammal, 
expressing exogenously a nucleic acid molecule encoding a CARD-containing 
polypeptide of CARD-1 1X (SEQ ID NO:8), or a nucleic acid molecule that hybridizes to 
said nucleic acid molecule, classified in class 800, subclass 2, 

Group 11. Claims 19-20, as drawn to a transgenic non-human mammal, 
expressing exogenously a nucleic acid molecule encoding a CARD-containing 
polypeptide of CARD-1 2X (SEQ ID NO:16), or a nucleic acid molecule that hybridizes to 
said nucleic acid molecule, classified in class 800, subclass 2, 
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Group 12. Claim 21, as drawn to a method for identifying a nucleic acid 
molecule encoding a CARD-containing polypeptide of CARD-1 1X (SEQ ID NO:8), 
classified in class 435, subclass 6, 

Group 13. Claim 21 , as drawn to a method for identifying a nucleic acid 
molecule encoding a CARD-containing polypeptide of CARD-1 2X (SEQ ID NO:16), 
classified in class 435, subclass 6, 

Group 14. Claim 21 , as drawn to a method for identifying a nucleic acid 
molecule encoding a CARD-containing polypeptide of CARD-1 OX (SEQ ID NO:2), 
classified in class 435, subclass 6, 

Group 15. Claim 22, as drawn to method for detecting the presence of a 
CARD-containing polypeptide of CARD-1 1X (SEQ ID NO:8), or fragments thereof, 
classified in class 435, subclass 7.1 . 

Group 16. Claim 22, as drawn to method for detecting the presence of a 
CARD-containing polypeptide of CARD-1 2X (SEQ ID NO:16), or fragments thereof, 
classified in class 435, subclass 7.1. 

Group 17. Claim 22, as drawn to method for detecting the presence of 
fragments of a CARD-containing polypeptide of CARD-1 OX (SEQ ID NO:2), classified in 
class 435, subclass 7.1. 

Group 18. Claim 23, drawn to a method for identifying a polypeptide 
associated with CARD-1 1X (SEQ ID NO:8), or fragments thereof, classified in class 
435, subclass 7.1. 
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Group 19. Claim 23, drawn to a method for identifying a polypeptide 
associated with CARD-12X (SEQ ID NO:16), or fragments thereof, classified in class 
435, subclass 7.1. 

Group 20. Claim 23, drawn to a method for identifying a polypeptide 
associated with fragments of a CARD-containing polypeptide of CARD-10X (SEQ ID 
NO:2), classified in class 435, subclass 7.1. 

Group 21 . Claim 24, drawn to a method for identifying an effective agent that 
alters the association of the CARD-containing polypeptide CARD-11X (SEQ ID NO:8) 
with a CARD-associated polypeptide, classified in class 435, subclass 7.1 . 

Group 22. Claim 24, drawn to a method for identifying an effective agent that 
alters the association of the CARD-containing polypeptide CARD-12X (SEQ ID NO:16) 
with a CARD-associated polypeptide, classified in class 435, subclass 7.1 . 

Group 23. Claim 24, drawn to a method for identifying an effective agent that 
alters the association of a fragment of the CARD-containing polypeptide CARD-1 OX 
(SEQ ID NO:2) with a CARD-associated polypeptide, classified in class 435, subclass 
7.1. 

Group 24. Claim 25, drawn to a method for altering a biochemical process 
modulated by the CARD-containing polypeptide CARD-1 1X (SEQ ID NO:8) classified in 
class 514, subclass 44. 

Group 25. Claim 25, drawn to a method for altering a biochemical process 
modulated by the CARD-containing polypeptide CARD-1 2X (SEQ ID NO:16) classified 
in class 514, subclass 44. 
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Group 26. Claim 25, drawn to a method for altering a biochemical process 
modulated by a fragment of the CARD-containing polypeptide CARD-10X (SEQ ID 
NO:2) classified in class 514, subclass 44. 

Group 27. Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of the CARD-containing polypeptide CARD-11X 
(SEQ ID NO:8), classified in class 435, subclass 7.1 . 

Group 28. Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of the CARD-containing polypeptide CARD-12X 
(SEQ ID NO:16), classified in class 435, subclass 7.1. 

Group 29. Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of a fragment of the CARD-containing polypeptide 
CARD- 1 0X (SEQ ID NO:2), classified in class 435, subclass 7.1. 

Group 30. Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of the CARD-containing polypeptide CARD-1 1X 
(SEQ ID NO:8), classified in class 435, subclass 7.1. 

Group 31 . Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of the CARD-containing polypeptide CARD-1 2X 
(SEQ ID NO:16), classified in class 435, subclass 7.1. 

Group 32. Claims 26-27, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of a fragment of the CARD-containing polypeptide 
CARD-1 OX (SEQ ID NO:2), classified in class 435, subclass 7.1. 
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Group 33. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by an "increased" level of the CARD-containing polypeptide 
CARD-11X (SEQ ID NO:8), classified in class 435, subclass 7.1. 

Group 34. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by an "increased" level of the CARD-containing polypeptide 
CARD-12X (SEQ ID NO:16), classified in class 435, subclass 7.1. 

Group 35. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by an "increased" level of a fragment of the CARD-containing 
polypeptide CARD-10X (SEQ ID NO:2), classified in class 435, subclass 7.1. 

Group 36. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by a "decreased" level of the CARD-containing polypeptide 
CARD-11X (SEQ ID NO:8), classified in class 435, subclass 7.1. 

Group 37. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by a "decreased" level of the CARD-containing polypeptide 
CARD-12X (SEQ ID NO: 16), classified in class 435, subclass 7.1. 

Group 38. Claims 26-27, drawn to a method for predicting clinical prognosis of 
a pathology characterized by a "decreased" level of a fragment of the CARD-containing 
polypeptide CARD-10X (SEQ ID NO:2), classified in class 435, subclass 7.1. 

Group 39. Claim 28, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of the nucleic acid molecule encoding CARD- 
containing polypeptide CARD-1 1X (SEQ ID NO:8), classified in class 435, subclass 6. 



Application/Control Number: 10/032,159 Page 9 

Art Unit: 1642 

Group 40. Claim 28, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of the nucleic acid molecule encoding CARD- 
containing polypeptide CARD-12X (SEQ ID NO: 16), classified in class 435, subclass 6. 

Group 41 . Claim 28, drawn to a method for diagnosing of a pathology 
characterized by an "increased" level of a fragment of the nucleic acid molecule 
encoding CARD-containing polypeptide CARD-10X (SEQ ID NO:2), classified in class 
435, subclass 6. 

Group 42. Claim 28, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of the nucleic acid molecule encoding the CARD- 
containing polypeptide CARD-1 1X (SEQ ID NO:8), classified in class 435, subclass 6. 

Group 43. Claim 28, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of the nucleic acid molecule encoding the CARD- 
containing polypeptide CARD-1 2X (SEQ ID NO:16), classified in class 435, subclass 6. 

Group 44. Claim 28, drawn to a method for diagnosing of a pathology 
characterized by a "decreased" level of a fragment of the nucleic acid molecule 
encoding the CARD-containing polypeptide CARD-1 OX (SEQ ID NO:2), classified in 
class 435, subclass 6. 

Group 45. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by an "increased" level of the nucleic acid molecule encoding 
the CARD-containing polypeptide CARD-1 1X (SEQ ID NO:8), classified in class 435, 
subclass 6. 
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Group 46. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by an "increased" level of the nucleic acid molecule encoding 
the CARD-containing polypeptide CARD-12X (SEQ ID NO:16), classified in class 435, 
subclass 6. 

Group 47. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by an "increased" level of a fragment of the nucleic acid 
molecule encoding the CARD-containing polypeptide CARD-1 OX (SEQ ID NO:2), 
classified in class 435, subclass 6. 

Group 48. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by a "decreased" level of the nucleic acid molecule encoding 
the CARD-containing polypeptide CARD-1 1X (SEQ ID NO:8), classified in class 435, 
subclass 6. 

Group 49. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by a "decreased" level of the nucleic acid molecule encoding 
the CARD-containing polypeptide CARD-1 2X (SEQ ID NO:16), classified in class 435, 
subclass 6. 

Group 50. Claim 28, drawn to a method for predicting clinical prognosis of a 
pathology characterized by a "decreased" level of a fragment of the nucleic acid 
molecule encoding the CARD-containing polypeptide CARD-1 OX (SEQ ID NO:2), 
classified in class 435, subclass 7.1. 

In addition, group 1 is further subjected to election of a single discloses species 
nucleotide sequences with different structure and function: 



Application/Control Number: 10/032,159 Page 1 1 

Art Unit: 1642 

Claims 1-10, 14 of group 1 are generic to a plurality of the following patentably 
distinct species comprising : 

A nucleotide sequence encoding 1 ) full length CARD-1 1X (SEQ ID NO:8), 2) its 
CARD domain (SEQ ID NO:10), 3) its ERM domain (SEQ ID NO:12), or 4) its PDZ 
domain (SEQ ID NO:14). 

Group 3 is further subjected to election of a single discloses species nucleotide 
sequences with different structure and function: 

Claims 2, 7-1 0 of group 3 are generic to a plurality of the following patentably 
distinct species comprising : 

The nucleotide sequence encoding 1) the CARD domain of CARD-1 OX (SEQ ID 
NO:4), or 2) the filament domain of CARD-1 OX (SEQ ID NO:6). 

Groups 4 and 7 further subjected to election of a single discloses species 
polypeptide sequences with different structure and function: 

Claims 11-13 of group 4 and claims 15-18 of group 7 are generic to a plurality of 
the following patentably distinct species comprising : 

1) Full length CARD-1 1X polypeptide sequence (SEQ ID NO:8), 2) its CARD 
domain (SEQ ID NO:10), 3) its ERM domain (SEQ ID NO:12), or 4) its PDZ domain 
(SEQ ID NO:14). 

Groups 6 and 9 are further subjected to election of a single discloses species 
polypeptide sequences with different structure and function: 

Claims 12-13 of group 6 and claims 15-18 of group 9 are generic to a plurality of 
the following patentably distinct species comprising : 
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1) The CARD domain of CARD-10X (SEQ ID NO:4) 2) the filament domain of 
CARD-! OX (SEQ ID NO:6). 

The inventions are distinct, each from each other because of the following reasons: 

Groups ! and (! 2,39,42,45,48) are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (1 ) 
the process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MP.E.P. 806.05 (h). In this instant case, a DNA 
sequence could be used in a materially different processes, e.g. for the detection of 
similar DNA or RNA sequences, for making an expression vector, and for producing its 
encoded protein. 

Groups 2 and (13,40,43,46,49) are related as product and process of use. In this 
instant case, a DNA sequence could be used in a materially different processes, e.g. for 
the detection of similar DNA or RNA sequences, for making an expression vector, and 
for producing its encoded protein. 

Groups 3 and (14,41,44,47,50) are related as product and process of use. In this 
instant case, a DNA sequence could be used in a materially different processes, e.g. for 
the detection of similar DNA or RNA sequences, for making an expression vector, and 
for producing its encoded protein. 

Groups 4 and (15,18,21,24,27,30,33,36) are related as product and process of 
use. In this instant case, a polypeptide could be used for several purposes, e.g. for 
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biochemical assay, for making antibodies, and for making an affinity column to purify its 
antibodies. 

Groups 5 and (16,19,22,25,28,31,34,37) are related as product and process of 
use. In this instant case, a polypeptide could be used for several purposes, e.g. for 
biochemical assay, for making antibodies, and for making an affinity column to purify its 
antibodies. 

Groups 6 and (17,20,23,26,29,32,35, 38) are related as product and process of 
use. In this instant case, a polypeptide could be used for several purposes, e.g. for 
biochemical assay, for making antibodies, and for making an affinity column to purify its 
antibodies. 

Groups 7 and (15,18,21,24,27,30,33,36) are related as product and process of 
use. In this instant case, an antibody could be used for several purposes, e.g for 
immunoassay, for purification of its antigen, and for detection of diseases. 

Groups 8 and (16,19,22,25,28,31,34,37) are related as product and process of 
use. In this instant case, an antibody could be used for several purposes, e.g for 
immunoassay, for purification of its antigen, and for detection of diseases. 

Group 9 and (17,20,23,26,29,32,35, 38) are related as product and process of 
use. In this instant case, an antibody could be used for several purposes, e.g for 
immunoassay, for purification of its antigen, and for detection of diseases. 

In addition, the nucleic acid molecule of group 1 is not related to the methods of 
groups 13-38, 40-41, 43-44, 46-47, 49-50, because the nucleic acid molecule of group 1 
is not used in the methods of groups 13-38, 40-41 , 43-44, 46-47, 49-50. 
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The nucleic acid molecule of group 2 is not related to the methods of groups 12, 
14-39,41-42,44-45,47^8,50, because the nucleic acid molecule of group 1 is not used 
in the methods of groups 12, 14-39,41-42,44-45,47-48,50. 

The nucleic acid molecule of group 3 is not related to the methods of groups 12- 
13,15-40,42-43,45-46,48-49, because the nucleic acid molecule of group 1 is not used 
in the methods of groups 12-13,15-40,42-43,45-46,48-49. 

The protein of group 4 is not related to the methods of groups 12-14,16-17,19- 

20.22- 23,25-26,28-29,31-32,34-35,37-50, because the protein of group 4 is not used in 
the methods of groups 12-14,16-17,19-20,22-23,25-26,28-29,31-32,34-35,37-50. 

The protein of group 5 is not related to the methods of groups 12-15,17-18,20- 

21 .23- 24,26-27,29-30,32-33,35-36,38-50, because the protein of group 4 is not used in 
the methods of groups 12-15,17-18,20-21,23-24,26-27,29-30,32-33,35-36,38-50. 

The protein of group 6 is not related to the methods of groups 12-16,18-19,21- 

22.24- 25,27-28,30-31 ,33-34,36-37,39-50, because the protein of group 4 is not used in 
the methods of groups 12-16,18-19,21-22,24-25,27-28,30-31,33-34,36-37,39-50. 

The antibody of group 7 is not related to the methods of groups 12-14,16-17,19- 

20.22- 23,25-26,28-29,31-32,34-35,37-50, because the antibody of group 7 is not used 
in the methods of groups 12-14,16-17,19-20,22-23,25-26,28-29,31-32,34-35,37-50. 

The antibody of group 8 is not related to the methods of groups 12-15,17-18,20- 

21 .23- 24,26-27,29-30,32-33,35-36,38-50, because the antibody of group 7 is not used 
in the methods of groups 12-15,17-18,20-21,23-24,26-27,29-30,32-33,35-36,38-50. 
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The antibody of group 9 is not related to the methods of groups12-16, 18-19,21- 
22,24-25,27-28,30-31 ,33-34,36-37,39-50, because the antibody of group 7 is not used 
in the methods of groups 12-16,18-19,21-22,24-25,27-28,30-31,33-34,36-37,39-50. 

The transgenic animal of groups 10-1 1 are not related to the methods of groups 
12-50, because the transgenic animal of groups 10-1 1 are not used in the methods of 
groups 12-50. 

The products of groups 1-1 1 are patentably distinct, because they are drawn to 
entirely different biochemicals , having different structures, biological properties and 
activities, or different animals with different properties. 

The methods of groups 12-50 are distinct from each other because they differ at 
least in objectives, method steps, reagents and/or dosages, and/or schedules used, 
response variables and criteria for success. 

The species are distinct, because they have different structure and therefore 
different function. 

Because these inventions are distinct for the reason given above and have 
acquired a separate status in the art, and further, because the searches for the groups 
are not co-extensive, and therefore, it would be a serious burden for the Examiner to 
examine all the groups and species together, restriction for examination purposes as 
indicated is proper. 

Applicants are required under 35 USC 121 to elect a single disclosed group for 
prosecution on the merits to which the claims shall be restricted even though the 
requirement could be traversed. Applicant is further advised that if Applicant elects a 
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group having species requirement, a response to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a listing 
of all claims readable thereon, including any claims subsequently added. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1 .141 . If claims are 
added after the election, applicant must indicate which are readable upon the elected 
species. MPEP 809.02(a). 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the inventions unpatentable over 
the prior art, the evidence or admission may be used in a rejection under 35 USC 103 of 
the other invention. 

Applicants are reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 C.F.R. 1.48(b) if 
one or more of the currently named inventors is no longer an inventor of at least one 
claim remaining in the application. Any amendment of inventorship must be 
accompanied by a diligently-filed petition under 37 C.F.R. 1 .48(b) and by the fee 
required under 37 C.F.R. 1.17(h). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MINH-TAM DAVIS whose telephone number is 703- 
305-2008. The examiner can normally be reached on 9:30AM-4:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ANTHONY CAPUTA can be reached on 703-308-3995. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
872-9306 for regular communications and 703-872-9307 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0916. 




MINH TAM DAVIS 



September 04, 2003 



